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at all events until he took out his second patent in 1878, it :ppears to their Lordships
that Webb's specification must be treated as having had no practical result, any rnore
than the previous specification of Mr. Church. Under those circumstances it appears
to their Lordships that the invention, being undoubtedly a useful one, the objection
upon the point of novelty does not sufficiently. impress them to induce them to withhold
advice to Her Majesty that the patent should be prolonged, if the other considerations
which are necessary to be regarded in this case are in favour of the patentee. It
appears, undoubtedly, that the invention has not been as much adopted as might.have
been expected, and that some of the licensees, for reasons which have not been altogether
explained in all cases, though they may have been in some, have not continued, as
might have been expected in a highly meritorious invention, to make the articles and
pay the royalty. On the other hand it would appear that latterly, especially in the
last year, the invention has been taken up by the Admiralty, and that several of the
Queen's· ships and other important ships have been fitted with Church's apparatus, and
it does not appear, as far as the evidence is concerned, that in any case Church's
apparatus has failed, and it appears when adopted to have been a uniform success.

Under these circumstances their Lordships will be prepared to advise Her Majesty,
subject to the provision which has been before explained, namely, the Company under
taking to give to the mortgagee the same security over the new Letters Patent as he
has over the present Letters Patent, to extend the first patent for a term of five years.

With respect to the second patent, the extension of which is not opposed,' their Lord
ships are prepared also to advise Her Majesty to extend it, but a portion of it only, for
the same time. The portion that they will advise to be extended is so much as is
claimed in the 8th, 9th, 10th and 11th claims, and that will be subject to the same
conditions as the other patent.

Aston, Q.C.-May I ask whether the costs will follow the event?
LORD MONKSWELL.-No, I think not. There was very good ground for the opposi

tion. It has been a very doubtful case, and we have had great difficulty about it. We
cannot give you any costs.

IN THE COURT OF ApPEAL.

Before LORDS JUSTICES COTTON, BOWEN, AND FRY.

February 22nd and 25th, 1886.

IN THE MATTER OF LYNDON'S TRADE MARK.

Registration of trade marks.-Similarity of mark applied for to one already on
the Regi.ster.-Method of comparison-s-Patents, &c. Act, 1883, s. 72, sub.-s. (2).
User by owner of registered mark of his mark in a manner different to that in uihicn
it appears on the Register.

L. appeared tf) register, in class 12, a helmeted head u'ith "Athena" beneath. This
was opposed by B. on the ground that in use it uiould too closely resemble B.'s registered
mark of a man's head with "way" beneath. B.'s mark as used was, according to
the evidence, different to B.'s mark as registered. Held, that L. was not entitled to
registr ation. L. appealed.

Held, that -L.'s markrnust be compared with B.'s mark as registered, and not with
the mark that B. was actually using, and that L.'s mark iohen. fairly used would nut
be so like B.'s reqistered mark when fairly used as to be calculated to deceive, and
theft ~, wae entitled to reqistration, - '
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In 1864 W. A. Lyndon, of the Minerva Works, Birmingham, began to use as a
trade' mark on spades, shovels, and small agricultural implements, a device -consisting
of a bust of the goddess Minerua, with a helmet on her head and curls falling down
her back. In August 1884 G. 1/. Lyndon, the successor of W. A. Lyndon, registered
this -mark under the Patents,Designs, and Trade Marks Act, 1883. On the 30th of
September 1884 he applied to register the same device, with the word "Athena"
underneath, as a new mark in Classes 12 and 13: The mark 80 applied for is
subjoined :-

~
ATHENA

The application was opposed by John Bedford and Sons, who in April 1884, had
registered, as an old mark for cutlery, edge tools, files, saws, and the like, in Class 12,
a mark which had in 1869 been granted to them by the Cutlers Company of Sheffield,
and which consisted of a man's head with short hair and the word" way" underneath.
This mark had become known as the" Headway" mark.

The opposition was withdrawn so far as regards registration in Class 13, but per
severed with as regards Class 12.

The opponents contended that although the marks when printed were dissimilar,
yet that in use, owing to the nature of the articles on which they would be used, and
the smallness of the dies and the probability of blurring, the applicant's mark would
be very likely to be taken for the opponents' mark.

The matter came before Pearson, J., who held that' he was bound by the decisions
of the Court of Appeal in Re Rosing's Trade Mark* and' Re Worthington's Trade
Markt to decide that Lyndon was not entitled to register the mark for which he had
so applied in Class 12:, and that Ly.ndon must pay the costs as regards Class 12, and
the opponents must pay the costs as regards Class 13 up to the date of their with
drawing their opposition in that class; one set of costs to be set off against the
other.f

Lyndon appealed, and on the hearing of the appeal was represented by Aston, Q.C.,
and Macrory (instructed by Fallows and Rider, as agents for W,... Fallows, of Bir
mingham). The opponents were represented by Oozens-Hardy, Q.C., and Hatfield
Green (instructed by Cattarns, Jehu, and Hughes, as agents for Younqe, Wilson,
and 00., of Sheffield.)

,COTTON, L.J.-This is an appeal from a decision of Mr. Justice Pearson refusing to
order the registration of some trade marks which Lyndon, the Appellant, sought to
register. This was opposed on the ground that the clause of the Act of Parliament
requires the Court to refuse the registration in the circumstances.

Subsection 2 of section 72 of the Act of 1883 is as follows: "The Comptroller shall
" not register with respect to the same goods or description of goods a trade mark so
"nearly resembling a trade mark already on the register with respect to such goods
" or description of goods as to be calculated to deceive." It is contended, on behalf of
Messrs. Bedford, that the trade mark which Lyndon is seeking to register is calcu-

* 53 Law Journal, N. S. 975. t Law Reports, 14 Ch. Div. 8.
f For the Report of the case at this stag-e, see 53 LawJ9urna17 N. S, 972,
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lated to deceive as being like the trade mark which Messrs, Bedford have on the
register.

The trade mark which the Appellant seeks to register is a head of Minerua having a
helmet on, and long ringlets hanging down behind, and with the word "Athena"
under it. This is sought to be registered for classes 12 and 13. Class 12 consists of
articles of cutlery and edged tools, and 13 is a class including spades, shovels, and
the 'Iike, about which there is no question no)Y. Those who oppose have previously
registered, in Sheffield, a head of, I do not know whom it may be, but it is a head with
short bristly hair and the word "Way" under it, and we are told their goods have
got the name of "Headway" goods. We observe that the head, according to their
registered design, is a head with a small portion of the neck annexed to it, but
not showing at all the bust or even the shoulders, whereas the Athena head is
different from that-showing a certain amount of the bust and figure-at any rate it is
very different from that which shows neither the bust nor the shoulders of the figure.
I may mention here, though it is not really very pertinent to the present question,
that Athena's head without the word under it, has been used and registered before
by Lyndon, but the present mark is new from having this word "Athena" under it ;
and what we have to consider, having regard to the subsection of the Act of Parlia
ment to which I have referred, is this,-whether it so nearly resembles the trade mark
of Messrs. Bedford, already on the register, as to be calculated to deceive? Is that,
which is intended to be put on the register, so nearly resembling something else already
on the register as to be calculated to deceive? I quite agree that we are bound to look,
not only to the figure on the register, but to consider what that figure will in appearance
be when put in use in the way in which it has to be used. In my opinion (and that I
think was the opinion of the present Master of the Rolls, though he differed in the
result in the Wurthington trade mark case") the question is, if what you propose to
register is fairly used, .It will be calculated to deceive P It was said that part of the
Applicant's mark may be left out, and part of the opponents' may be left out, and then
they will be very much alike; but I am of the opinion that if the opponents leave out an
essential part of their trade mark, that which they are using will not be their trade
mark. It is true that if a ·person uses the essential or the material part of a registered
trade mark belonging to another, though not the whole, he will be restrained, because
that is doing something which, although it does not take the mere trade mark, is
calculated to pass off the person's goods as the goods of another; and, as I said before
in a case before this Court (of E» parte Edtoards,t I think it was), the Trade Mark
Act is to regulate the use and the means of protecting trade marks. It provides, first
of all, that no one shall bring an action unless he has his trade mark on the register,
and then it facilitates the evidence, and in certain cases it prevents, as regards one
who is infringing or passing off his goods as the goods of another, the necessity of
proving user by that section, which requires no evidence of user in cases where there
has been registration of the mark for five years.

I will say here, lest if ever the point arises it should be thought we have passed it
over or decided it, that I do not gi ve any opinion as to how far this Act of Parliament
enables a person to register as a trade mark that which he has not used as a trade
mark. That is a question which we may have some day to consider. But every
thing points, to my mind, to the regulation in certain cases restricting and in certain
cases facilitating the bringing of an action for that which is in fact used-not as
giving persons a right by putting something on the register which they are not using
to bring actions in respect of the use of it. It may be that simultaneous use and
registration would be sufficient, or it may be that parties may register what they are
not using; that is a question which may have to be decided some day; and by not
dealing with it in this case more than I have done it must not be supposed we are
deciding that that which is not used is entitled to be registered. In fact, Lyndon
here has used the Athena head, but without the word " Athena" under it.

* L. R. 14, Ch. Div, 8.t Edwards v, Dennilt~ L. R. 30? cs, Div,
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In the Worthington case it was a paper label, and the learned judges relied greatly
upon this, that colour was not in any way defined or made requisite in the registration;
and that therefore .the case being as between Messrs. Bass, who had a red triangle, and
the Applicants, who had a church in the centre of a larger triangle, the Applicants
there might colour their centre, thus hiding the church, which was the main point of
difference between their mark and Messrs. Bass', and so make theirs look like Bass'.
Even if they were entitled to register that, if they used it so as to deceive, it would be
difficult to say that they were protected by having registered. But in this case there
is no colour in the mark; this mark is to be stamped on steel. It is very true there is
another difficulty arising, because one must 'regard what would be the consequences
of fair user; and, on the evidence, it is obvious that when goods are stamped, it may be
that the stamping may sometimes be 3 little imperfect, and not actually show what the
trade mark is. But in my opinion, if this mark be used fairly, there is not any
probability that it will be calculated to deceive, subject to this; that where marks
are made very srnall, it is very difficult to distinguish, undoubtedly, one mark from
another; but that will apply to other marks besides this; and, in my opinion, it would
not be right to say that because an object may be made so small that you cannot see
the distinction, therefore another mark is to be prevented from being registered
because it may also be made so small that you cannot distinguish one from the other.

I should have had a difficulty in this case in consequence of the evidence which has
been adduced on behalf of the Respondents on this appeal, I mean the evidence of
Mr. Osborne and 1\11". Bingham; for they, being experienced in cutlery, say, they
would not allow the Applicant's mark to be registered on the Hallamshire Register.
But when we look at what they were considering in reference to this question we find
that the finished knife of the Applicant, to which they particularly refer in their
affidavits, has "Athena" with her nam.e under it; though that has been considerably
effaced by cleaning the knife, apparently with a cleaning machine. But the head which
is represented on Bedford's knife, to which they refer, is a head with shoulders, and with
entirely different hair from that which appears in Bedford's registered trade mark. But,
as I pointed out, it is the latter mark with which we are to compare the Applicant's,
and then to consider what would be the result of a fair use of the two trade marks.
No one can conceive that the stamp which appears on the knife of Messrs. Bedford could
have been made as a representation of or a copy of that which they have registered; for,
as I said before, the mark on the Register shows very little neck, so that at first I thought
there was no neck, whereas that which is on their knife, for some reason or other, is the
head and entire neck, and as much bust as is shown in the case of " Athena."

Therefore, simply looking at this as a question of what would be the consequence of
a fair use of each of these trade marks, I come to the conclusion that the trade mark
proposed to be registered is not so like the registered trade mark, or what would be the
consequence of a fair use of that registered trade mark, as to require us to decide that
it is calculated to deceive.

In my opinion, therefore, Lyndon is entitled to have his mark entered on the Register;
but, of course, that does not, and, from what I have said, it will not lead to the
conclusion that if he does that which is calculated to imitate Messrs. Bedford's mark, he
will derive any protection from this being registered. This, as registered, will not, in
my opinion, if fairly used, be calculated to deceive, when compared with the fair use of
the registered trade mark of Messrs. Bedford. But if parties try to pass off their goods as
those of others, they know what the Court does.

BOWEN, L.J.-I do not think myself that this is a very easy case. The law, however,
which we have to apply, appears to me to be fairly without dispute. The question
which we have to decide is, whether the Comptroller is right in refusing to register the
Applicant's trade mark on the ground that it so nearly resembles a trade mark already
on the Register with respect to such goods or descriptions of goods as to be calculated
to deceive. Mr. Justice Pearson has thought that in this particular instance the trade
mark which it was proposed to register does so nearly resemble the trade mark already
on the Register as to be calculated to produce_ deception. It seems to me th~t the
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words, "calculated to deceive" have really received already, if they require it, a judicial
interpretation from this Oourt in the case of Worthington's application, and also in the
case" of Rosing's application. It seems to me that a trade mark is calculated, by its
resemblance to another already on the Register, to deceive if in the probable course of
its legitimate use in the trade it is likely to do so; and in considering the question
whether this result is probable to occur in the course of its use in the trade, it seems to
me you have a right to look at the circumstances of the case. I think you have to
look, amongst other things, at the question whether or not blurring may possibly take
place, and if so, whether it is likely to take place. I think you may consider the question
whether, having regard to the special class of articles on which the impression is to
be made, if it is an impression that has to be made on articles, there is likely to be such
indistinctness produced as is calculated to deceive. It seems to me that you may
regard-though I do not think any of these things are definitions to be found in the
Act of Parliament-I think )"OU may in many cases be obliged to regard the size of the
article upon which the mark is intended to be made or fixed, the material-the ground
work, so to speak-upon which it is to be placed. It seems to me that it would not be
wrong to consider the probability, if it was an impression which had to be made on a
hard substance, of some letters being more likely to take with distinctness than others,
or parts of the design being likely to come out with more perfection, while parts would
remain more imperfectly represented. All these things seem to be the kind of con
siderations which a man of common sense and business, not as a matter of law, but as
a matter of inference of fact, would take into account if he were asking himself the
question,-Is one trade mark so like another as to be calculated, in the probable course
of its use in trade, to deceive. I think the law in Worthington's application was laid
down in conformity with what I have expressed my view to be; and that the same law
is really laid down by the Master of the Rolls and the other Lords Justices in the Court
of Appeal in Rosing's application.

Applying that view to the present matter before us, what is the proper standard of
comparison? You will have to take the trade mark which it is desired to register, and
the proper standard with which you ought to compare it is the trade mark already on
the Register as registered, although, as we have explained, you are not confined simply
to the paper registration, but you may look further afield to see how it will probably,
in the legitimate user, show itself on the article upon which it is to be impressed.
I am not by any means sure, if one was to be led entirely by the light of nature in this
case, that there is not some possibility of confusion taking place between these two
marks; but I do not feel we are justified in arriving at that conclusion on account
of the very peculiar way in which the evidence has been placed before us on the most
important affidavits of Osborne and Bingham. When I first read these affidavits they
impressed me very much. Here are two men, at the head of the cutlery trade, who
gave it as their distinct opinion, with the knowledge of the trade and the consumption
of the articles which their position involves, that customers are likely to be deceived.
But, on examining their affidavits, it seems to me to be clear that what they have
really been comparing is the trade mark which it is proposed to register, and the
article previously in use as stamped upon the exhibits which we have been shown.
They have not really been comparing the true standards of comparison; they have not
really been contrasting the trade mark which is sought to be placed on the Register
with the trade mark already on the Register, but have taken something which is
different from the trade mark already on the Register, and which differs in this
remarkable respect, that it approximates, as far as similarity is concerned, much more
to Lyndon's proposed trade mark than does the trade mark already on the Register.
So that these two experienced gentlemen have not been comparing the things which
we have to compare, but they have been comparing a thing the comparison of which is
more to the disadvantage of the Applicant than what he would suffer if they had taken
the right standard of comparison. I do not think, therefore, we can trust their
evidence as covering the matter which we have to decide. It seems to me there has
been a mistake in this case made in the registration of the "Headway." Instead of
registering the actual mark impressed upon the articles and in use upon the articles,
the draughtsman a:p:pear~ to have taken ~ head which differs in a very substantial
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matter. The" Headway" head impressed upon the articles is a head which has got a
sort of wig, and really has an attempt at a shoulder, but in the head upon the
Register the wig disappears, a few sparse hairs are left, and the shoulders altogether
are taken away. I cannot help thinking there has been some mistake on the part of
the draughtsman -who has composed the picture for registration of the "Headway"
mark, and that it is very likely due to that that we have had the difficulty with which
we have been confronted in the present case.

It seems to me that applying the best judgment I can to the materials before us, and
noticing the imperfection of the materials, we cannot justly come to the conclusion in
this case that the opponents are entitled to object to the mark which is now sought to
be registered.

FRY, L.J.-If I were not differing from the judgment of the Court below, I should
probably content myself with saying that I concur in the judgments of my learned
brethren, and that Lord Justice Bouien has expressed exactly the view I take in this
case. I think the burthen of proof that there is the similarity alleged rests on Messrs.
Bedford, who object to the registration, and I think under the peculiar circumstances
of this case, and the! difference between their registered trade mark and the trade
mark appearing on the exhibits, they have failed to discharge that burthen.

The words of the section in question are, as we all know :-" The Comptroller shall
"not register with respect to the same goods or description of goods a trade mark
"so nearly resembling a trade mark already on the Register with respect to such
"goods or description of goods as to be calculated to deceive." Those words,
" calculated to deceive," impart to one's mind in the first instance some design, but I
think it is plain both from the subject matter and the decisions of the Courts that all
they mean is this,-a mark calculated to deceive when that mark fairly used is so
like a mark on the Register also fairly used as that one is likely to be mistaken for
the other. In the present case I think it is our bounden duty to <look at all the
circumstances of the case, and I should for myself be perfectly prepared to consider
the fact that small marks are more likely to be confused than large <marks, and that
therefore it may "Tell be incumbent on the person who seeks to register the second
trade mark to make it more diverse or different from the trade mark already on the
Register than would be the case if the marks were used in a large form, so that small
differences were more easily visible. I agree with what the late Master of the Rolls
said in the case of In re Rosing, that you must have regard to size, ana I think you
must also have regard to the material upon which the mark is to be impressed, and also
to the natural imperfections of the impressions. I think you must have also regard to
the natural effect of wear and tear on the marked goods on the trade mark. I think
all those things may be fairly looked at, and I am far from sure in the present case
that Messrs. Bedford might not have been able to substantiate their objection, but
what has happened has been this: they have put on the Register a head which has
been described by Lord Justice Boioen as a head with sparse hair, which has no
definition between the head-dress and the face; it has nothing but the stump of the
neck; but in fact they have used a very different design. They have used a head
with something which looks like a wig with a line of definition between the head-gear
and the face, with something like curls on the head-dress, and with a portion of the
shoulders and of the breast as well as the, entirety of the neck. The trade mark
therefore on the Register and the trade mark on the goods of Messrs. Bedford differ
in several not unimportant particulars, and in all those particulars that trade mark on
the goods approaches more nearly to the trade mark of Lyndon than Messrs. Bed-
ford's trade mark on the Register. I think, as has been pointed out, the comparison
instituted is not between the two trade marks, and though I confess, if that comparison
were instituted, Messrs. Bedford m.ight not have succeeded, yet as they have not
raised that comparison, but called the attention of their witnesses to an erroneous
comparison, it is impossible to say they have discharged the burthen imposed upon
them of showing to the Court that the trade mark of Lyndon is calculated to deceive.

I wish to add one more observation, that in deciding this case I express no opinion
at all on the point which has not been argued, but to which Lord Cotton has
referred, namely, whether the Act of 1883 enables a person who has not used a trade
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mark on any particular class of goods to obtain any title by a mere registration of
that mark. Both he and I expressed similar doubts with regard to the Act of 1875
in the case of Edwards and Dennis, and my mind is not clear from such doubts now
I only make these observations because it might be said hereafter that a case had been
decided by this Court in which, if the true reading of the Act was to prevent such a
registration, the court would have given relief.

The appeal was therefore allowed with costs, including the costs of the shorthand
writers' notes of the judgment of the Court below.
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